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Upon reconsideration, a rejection based upon the reference to Amutan et al. is presented 
below. The delay in presentation of this rejection is regretted. 



Claims 2-5, 7, 9, 11-13, 21 and 27-31 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a primed publication in litis or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 6, 8, 10, 19, 20, 22-26 and 32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Amutan et al. (cited as reference 4 on the IDS filed 30 November 2006). 

Claim 1 is drawn to a transposable element comprising at least four inverted repeats, 
forming at least two pairs of opposing pairs of inverted repeats, the element comprising DNA for 
insertion into a host genome, the DNA being located between two pairs of opposing repeats such 
that excision by a transposase or transposases of said pairs, in situ, is effective to be able to leave 
said DNA integrated into the host genome, without the presence of said repeats flanking said 
DNA insertion. Claim 6 specifies within claim 1 that the element has four inverted repeats. 
Claim 8 specifies within claim 1 that said pairs of homologous inverted repeats are heterologous 
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to other pairs of inverted repeats. Claim 10 specifies that the transposable element of claim 1 
comprises at least one genetic marker. Claim 19 specifies that the transposable element of claim 
10 comprises at least one genetic marker associated with an identifiable step in the 
transposition/excision process. Claim 20 specifies within claim 19 that the marker is associated 
with the DNA for insertion into a host genome. Claim 22 specifies within claim 1 that the 
element is a class II transposable element. Claim 23 specifies within claim 1 that the transposase 
is encoded within the transposon. Claim 24 is drawn to a method for transforming an organism, 
comprising exposing replicative tissue of the organism to an element of claim 1 under conditions 
effective to incorporate the element into the genome thereof and, subsequently or simultaneously 
therewith, providing conditions suitable to excise a transposon said repeats from the genome, and 
selecting an organism, or tissue therefor, comprising the DNA intended for insertion lacking 
repeats in at least one orientation. Claim 25 specifies within claim 24 that the transformant 
organism is exposed to a source of active transposase. Claim 26 specifies within claim 25 that 
the source of active transposase comprises a helper plasmid or RNA encoding the transposase, or 
a transposase protein or integrated transposase source. Claim 32 specifies that the transposable 
element of claim 1 is effective to be able to leave said DNA integrated into the host genome 
without the presence of any transposon DNA. 

Amutan et al. shows, e.g., at Figure 9, an element comprising two sets of inverted repeats, 
of two different transposons, with a small segment of DNA linking them. At the paragraph 
bridging pages 4 and 5, a method of using this element in a transposition process is taught. Upon 
excision of the two transposons, the small segment of DNA between them would remain in the 
chromosome. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James S. Ketter whose telephone number is 571-272-0770. The 
examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571-272-0951 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/James S. Ketter/ 

Primary Examiner, Art Unit 1636 



